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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 9-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claim 9 recites the limitation "C 5 Cn" in line 1 1 . There is insufficient antecedent 
basis for this limitation in the claim. The examiner suggests that "C 5 Cn" should be 
amended to recite "C5H11" to provide proper antecedent basis. Appropriate correction 
and/or clarification is required. 

5. Claim 14 provides for the utilization of a composition, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
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merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 14 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



6. Claims 10-13 and 15-16 are rejected under 35 U.S.C. 112, second paragraph, for 
being dependent upon a claim with the above addressed 112 problem. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 9-1 1 and 14-16 are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Gumbel et al, U.S. Patent No. 
6,680,412. 

Gumbel et al, U.S. Patent No. 6,680,412, discloses mixtures of alcohol 
alkoxylates of formula (I) and formula (II) for use as foam-inhibiting surfactants, wherein 
R 5 is methyl, r is 0-50, n is 1-50, m is zero, and s is zero (see abstract and col. 1, line 
45-col. 2, line 19). It is further taught by Gumbel et al that that the radical R 1 is a C 8 . 12 
alkyl radical that contains one single branch and/or two or more branches (see col. 2, 
lines 49-529), and that the alkoxylates are made by reacting the alcohols with the 
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alkylene oxides in the presence of catalysts (see col. 3, lines 16-32), per the 
requirements of the instant invention. Gumbel et al further discloses that the 
alkoxylates are used for treating metals, fibers, paper, and for the preparation of 
polymer dispersions (see col. 3, line 50-col. 4, line 51). Specifically, note Examples 1- 
25. Therefore, claims 9-1 1 and 14-16 are anticipated by Gumbel et al, U.S. Patent No. 
6,680,412. 

In the alternative that the above disclosure is insufficient to anticipate the above 
listed claims, it would have nonetheless been obvious to the skilled artisan to produce 
the claimed composition, as the reference teaches each of the claimed ingredients 
within the claimed proportions for the same utility. 

10. Claims 9-1 1 and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dahlgren et al, WO 94/11331. 

Dahlgren et al, WO 94/1 1 331 , discloses an alkoxylate of 2-propyl-heptanol of 
formula (I) and formula (II) that contains blocks of ethylene oxide and propylene oxide, 
wherein 50-100% of the blocks are ethylene oxide (see abstract and page 1, line 34- 
page 2, line 21 ). It is further taught by Dahlgren et al that the alkoxylates are made by 
reacting the alkylene oxide with 2-propyl-heptanol in the presence of a catalyst (see 
page 2, line 22-page 3, line 15), and that the compositions are used for washing hard 
surfaces (see page 3, lines 1-15), per the requirements of the instant invention. 
Specifically, note Examples 1-2 and Tables 1-4. Although Dahlgren etal generally 
discloses an alkoxylate of 2-propyl-heptanol containing blocks of ethylene oxide and 
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propylene oxide, the reference does not require such an alkoxylate of 2-propyl-heptanol 
containing blocks of ethylene oxide and propylene oxide, wherein the propylene oxide is 
present in an amount of greater than zero and less than 1 with sufficient specificity to 
constitute anticipation. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to have formulated a composition, as taught by Dahlgren et al, which 
contained an alkoxylate of 2-propyl-heptanol containing blocks of ethylene oxide and 
propylene oxide, wherein the propylene oxide is present in an amount of greater than 
zero and less than 1, because such compositions fall within the scope of those taught 
by Dahlgren et al. Therefore, one of ordinary skill in the art would have had a 
reasonable expectation of success, because such a composition containing an 
alkoxylate of 2-propyl-heptanol containing blocks of ethylene oxide and propylene oxide, 
wherein the propylene oxide is present in an amount of greater than zero and less than 
1 is expressly suggested by the Dahlgren et al disclosure and therefore is an obvious 
formulation. 

11. Claims 9-11 and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoffarth, U.S. Patent No. 5,705,476. 

Hoffarth, U.S. Patent No. 5,705,476, discloses low-foaming wetting agents 
comprising an ethoxylated-propoxylated alcohol of formula (Ic), wherein R 1 is isodecyl, 
p is 1-10 and q is 1-10 (see abstract, col. 1, lines 45-col. 2, lines 46, and col. 2, line 66- 
col. 3, line 11). It is further taught by Hoffarth that the low-foaming wetting agents are 
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used for treating crops, textiles and other surfaces (see abstract and col. 4, lines 10-24), 
per the requirements of the instant invention. Although Hoffarth generally discloses an 
alkoxylate of isodecyl containing blocks of ethylene oxide and propylene oxide, the 
reference does not require such an alkoxylate of isodecyl containing blocks of ethylene 
oxide and propylene oxide, wherein the propylene oxide is present in an amount of 
greater than zero and less than 1 with sufficient specificity to constitute anticipation. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to have formulated a composition, as taught by Hoffarth, which contained 
an alkoxylate of isodecyl containing blocks of ethylene oxide and propylene oxide, 
wherein the propylene oxide is present in an amount of greater than zero and less than 
1 , because such compositions fall within the scope of those taught by Hoffarth. 
Therefore, one of ordinary skill in the art would have had a reasonable expectation of 
success, because such a composition containing an alkoxylate of isodecyl containing 
blocks of ethylene oxide and propylene oxide, wherein the propylene oxide is present in 
an amount of greater than zero and less than 1 is expressly suggested by the Hoffarth 
disclosure and therefore is an obvious formulation. 

12. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahlgren et al, WO 94/1 1331 , in view of Clement et al, WO 01/04183. 

The primary reference of Dahlgren et al, WO 94/11331, is relied upon supra as 
disclosing an alkoxylate of 2-propyl-heptanol of formula (I) and formula (II) that contains 
blocks of ethylene oxide and propylene oxide (see abstract and page 1 , line 34-page 2, 
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line 21 ). It is further taught by Dahlgren et al that the alkoxylates are made by reacting 
the alkylene oxide with 2-propyl-heptanol in the presence of a catalyst (see page 2, line 
22-page 3, line 15), and that the compositions are used for washing hard surfaces (see 
page 3, lines 1-15), per the requirements of the instant invention. Dahlgren et al does 
not teach or suggest in general making their alkoxylates in the presence of a double- 
metal cyanide catalyst, as required in instant claims 12-13. 

The secondary reference of Clement et al, WO 01/04183, discloses a process for 
preparing ethyleneoxide-propyleneoxide alcohols with metal cyanide catalysts (see 
abstract). It is further taught by Clement et al that double-metal cyanide catalysts 
enhance and make easier the polymerization of polymers that contain both blocks of 
propyleneoxide and ethyleneoxide (see page 2, lines 2-23), and that the metals include 
zinc and cobalt (see page 8, line 36-page 9, line 3). 

Therefore, in view of the teachings of the secondary reference of Clement et al, 
one having ordinary skill in the art would be motivated to modify the primary reference 
of Dahlgren et al by using a double-metal cyanide catalyst to enhance the 
polymerization process. Such modification would be obvious because one would 
expect that the use of a double-metal cyanide catalyst, as taught by Clement et al, 
would be similarly useful and applicable to the analogous polymerization process taught 
by Dahlgren et al. 

1 3. Claims 1 2-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gumbel et al, U.S. Patent No. 6,680,412, in view of Clement et al, WO 01/04183. 



Application/Control Number: 10/527,959 Page J 

Art Unit: 1751 

The primary reference of Gumbel et al, U.S. Patent No. 6,680,412, is relied upon 
supra as disclosing mixtures of alcohol alkoxylates of formula (I) and formula (II) for use 
as foam-inhibiting surfactants (see abstract and col. 1 , line 45-col. 2, line 19). It is 
further taught by Gumbel et al that that the radical R 1 is a C 8 -i 2 alkyl radical that 
contains one single branch and/or two or more branches (see col. 2, lines 49-529), and 
that the alkoxylates are made by reacting the alcohols with the alkylene oxides in the 

« 

presence of catalysts (see col. 3, lines 16-32), per the requirements of the instant 
invention. Gumbel et al further discloses that the alkoxylates are used for treating 
metals, fibers, paper, and for the preparation of polymer dispersions (see col. 3, line 50- 
col. 4, line 51). Gumbel et al does not teach or suggest in general making their 
alkoxylates in the presence of a double-metal cyanide catalyst, as required in instant 
claims 12-13. 

The secondary reference of Clement et al, WO 01/04183, discloses a process for 
preparing ethyleneoxide-propyleneoxide alcohols with metal cyanide catalysts (see 
abstract). It is further taught by Clement et al that double-metal cyanide catalysts 
enhance and make easier the polymerization of polymers that contain both blocks of 
propyleneoxide and ethyleneoxide (see page 2, lines 2-23), and that the metals include 
zinc and cobalt (see page 8, line 36-page 9, line 3). 

Therefore, in view of the teachings of the secondary reference of Clement et al, 
one having ordinary skill in the art would be motivated to modify the primary reference 
of Gumbel et al by using a double-metal cyanide catalyst to enhance the polymerization 
process. Such modification would be obvious because one would expect that the use of 
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a double-metal cyanide catalyst, as taught by Clement et al, would be similarly useful 
and applicable to the analogous polymerization process taught by Gumbel et al. 

14. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoffarth, U.S. Patent No. 5,705,476, in view of Clement et al, WO 01/04183. 

The primary reference of Hoffarth, U.S. Patent No. 5,705,476, is relied upon 
supra as disclosing low-foaming wetting agents comprising an ethoxylated-propoxylated 
alcohol of formula (Ic), wherein R 1 is isodecyl, p is 1-10 and q is 1-10 (see abstract, col. 
1 , lines 45-col. 2, lines 46, and col. 2, line 66-col. 3, line 11). It is further taught by 
Hoffarth that the low-foaming wetting agents are used for treating crops, textiles and 
other surfaces (see abstract and col. 4, lines 10-24), per the requirements of the instant 
invention. Specifically, note Examples A-K. Hoffarth does not teach or suggest in 
general making their alkoxylates in the presence of a double-metal cyanide catalyst, as 
required in instant claims 12-13. 

The secondary reference of Clement et al, WO 01/04183, discloses a process for 
preparing ethyleneoxide-propyleneoxide alcohols with metal cyanide catalysts (see 
abstract). It is further taught by Clement et al that double-metal cyanide catalysts 
enhance and make easier the polymerization of polymers that contain both blocks of 
propyleneoxide and ethyleneoxide (see page 2, lines 2-23), and that the metals include 
zinc and cobalt (see page 8, line 36-page 9, line 3). 

Therefore, in view of the teachings of the secondary reference of Clement et al, 
one having ordinary skill in the art would be motivated to modify the primary reference 
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of Hoffarth by using a double-metal cyanide catalyst to enhance the polymerization 
process. Such modification would be obvious because one would expect that the use of 
a double-metal cyanide catalyst, as taught by Clement et al, would be similarly useful 
and applicable to the analogous polymerization process taught by Hoffarth. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Mruk whose telephone number is (571) 272- 
1321 . The examiner can normally be reached on Mon-Thurs (7:00AM-5:30PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Win 



Brian P Mruk 
February 22, 2007 



Brian P Mruk 
Primary Examiner 
Art Unit 1751 



